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DETAILED ACTION 



Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 2/17/10 
has been entered. 



Response to Arguments 

Applicant's arguments filed 2/17/10 have been fully considered but they are not 
persuasive. 

The first argument presented is that hindsight was used in order to combine the 
references and arrive at the invention. 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
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reconstruction is proper. See In re McLaughlin, 443 F.2cl 1392, 170 USPQ 209 (CCPA 
1971). 

Second, it is argued that the reason provided for combining is irrelevant to 
compression molding. 

In response to applicant's argument, the fact that applicant has recognized 
another advantage which would flow naturally from following the suggestion of the prior 
art cannot be the basis for patentability when the differences would otherwise be 
obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

Lastly, it is argued that Matsushita fails to teach a semiconductor application or 
using it in compression molding. The mere mention of molding in general doesn't mean 
it could be used in compression molding specifically. 

In response, Matsushita doesn't have to explicitly state that it's useful in the 
compression molding of applications in order to be analogous art. It has been held that 
a prior art reference must either be in the field of applicant's endeavor or, if not, then be 
reasonably pertinent to the particular problem with which the applicant was concerned. 
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in order to be relied upon as a basis for rejection of tine claimed invention. See In re 
Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, Matsushita is 
concerned with the improved molding of materials. While note specifically mentioning 
compression molding. It would have been obvious to a skilled artisan to use the silicone 
rubber of Matsushita in order to achieve the stated advantages (1 , 7+). 

Claim Rejections - 35 USC § 103 

The following Is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1, 2, and 4-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Applicant's Admitted Prior Art (hereafter AAPA), in view of Matsushita et al., US 

Patent 5,204.384. 

In re claims 1 and 10, AAPA (specification page 1 , [0005]) teaches a method of 
manufacturing a semiconductor device sealed with silicone rubber, characterized by: 
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1) placing an unsealed semiconductor device into a mold, 

2) thereafter filling In spaces between the mold and the semiconductor device, 

and 

3) subjecting the composition to compression molding. 

AAPA fails to teach molding using a sealing silicone rubber composition, wherein 
the sealing silicone rubber composition is a hydrosilylation reaction -curable silicone 
rubber composition. 

Matsushita teaches a silicone rubber (6, 24+) that is hydrosilylation reaction- 
curable (abstract) useful as a potting agent for electrical and electronic products (1 , 
20+). Further, Matsushita teaches molded products (1 , 45+). 

It would have been obvious to one of ordinary skill in the art at the time of the 
Invention to use the hydrosilylation reaction-curable sealing silicone rubber composition 
of Matsushita in the invention of AAPA because Matsushita teaches these silicone 
rubbers provide excellent storage stability at room temperature and rapid curing above 
the softening temperature (1 , 7+). 

Regarding claim 2, while AAPA fails to teach the mold comprises an upper mold 
and a lower mold, step 1) Is performed by placing the unsealed semiconductor device 
into the lower mold, step 2) is performed by filling the spaces between the upper mold 
and the semiconductor device, and the unsealed semiconductor device Is clamped 
between the upper mold and the lower mold after step 2) and before step 3), it would 
have been obvious to one of ordinary skill in the art at the time of the Invention to use 
these steps in the invention of AAPA because this is the conventionally known and used 
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method of compression molding, as evinced by Eguclii et al., US Patent 6,627,997 
(figures 5A-5F). The use of conventional materials/techniques to perform their known 
functions is obvious (MPEP 2144.07). 

As to claim 4, while AAPA fails to teach said silicone rubber composition can be 
cured into a silicone rubber having a complex elastic modulus of 1 GPa or less, it would 
have been obvious to one ordinary skill in the art at the time of the invention to optimize 
the complex elastic modulus through routine experimentation (MPEP 2144.05). 

In re claim 5, while AAPA fails to teach at least two unsealed semiconductor 
devices are sealed with the use of said silicone rubber, and then the sealed 
semiconductor devices are separated by cutting into individual sealed semiconductor 
devices, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to seal at least two unsealed semiconductor devices in the invention of AAPA 
because this is conventionally known and used in the art in order to increase 
throughput. The use of conventional materials/techniques to perform their known 
functions is obvious (MPEP 2144.07). 

Regarding claim 6, while AAPA fails to teach said semiconductor device 
comprises semiconductor chips on a printed-circuit board electrically interconnected via 
bonding wires, it would have been obvious to one of ordinary skill in the art at the time 
of the invention to seal the chips electrically connected by bond wires to a PCB in the 
invention of AAPA because this is conventionally known and used in the art, as evinced 
by Eguchi et al., US Patent 6,627,997 (figures 6A-F). The use of conventional 
materials/techniques to perform their known functions is obvious (MPEP 2144.07). 
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With respect to claim 7, wliile AAPA fails to teach said silicone rubber 
composition is supplied to the semiconductor chips on the printed-circuit board, and 
connections between semiconductor chips and the bonding wires are sealed with the 
silicone rubber, it would have been obvious to one of ordinary skill in the art at the time 
of the invention to seal the chips in this manner in the invention of AAPA because this is 
conventionally known and used in the art, as evinced by Eguchi et al., US Patent 
6,627,997 (figures 6A-F). The use of conventional materials/techniques to perform their 
known functions is obvious (MPEP 2144.07). 

As to claim 8, while AAPA fails to teach inner surfaces of the mold are covered 
with an attached release film, it would have been obvious to one of ordinary skill in the 
art at the time of the invention to use an attached release film in the invention of AAPA 
because this is conventionally known and used in the art in order to ensure a clean 
detachment of the packaged device from the mold. The use of conventional 
materials/techniques to perform their known functions is obvious (MPEP 2144.07). 

In re claim 9, while AAPA fails to teach said release film is attached to the inner 
surfaces of the mold by air suction, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to use air suction in the invention of AAPA because 
this is conventionally known and used in the art in order to ensure a clean detachment 
of the packaged device from the mold by not requiring an adhesive to attach the release 
film to the mold. The use of conventional materials/techniques to perform their known 
functions is obvious (MPEP 2144.07). 
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Conclusion 

Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to David A. Zarneke whose telephone number is (571)- 
272-1937. The examiner can normally be reached on M-Th 7:30 AM-6 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kiesha Bryant can be reached on (571)-272-1844. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David A. Zarneke/ 

Primary Examiner, Art Unit 2891 

2/26/10 



